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DETAILED ACTION 

1. Applicant's election with traverse of Group I (claims 125-132 and 139-147) in the reply filed 
on February 17, 2009 is acknowledged. The traversal is on the ground(s) that the prior art cited 
by EPO search Authority does not anticipate newly added claim 125, since the prior art (Fiegler 
et al.) cited as X category reference in International preliminary report does not break the unity 
of the invention. The arguments were found unpersuasive because the lack of unity was based 
on the X references cited in the EPO search report that anticipates the original claims 1-6, 11-16, 
19-35, 40-45, 48-58, and 104-108 and Examiner notes the amendment cancels original claims 1- 
124 and added new claims 125-147, in which claim 125 incorporates all the limitations from the 
original claim 1 and its dependent claim 2, which were anticipated by the prior art cited by the 
EPO search report. Thus it is noted that mere cancellation of original claims and adding new 
claims, would not change the scope of the claims and the prior art as cited does anticipate the 
new independent claim 125, that represents original canceled claims 1-2. Accordingly the lack of 
unity is still deemed proper. 

Status 

2. Claims 125-132, and 139-147 are considered for examination and claims. Claims 133-138 
are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as being drawn to a 
nonelected Group. 

Priority 

3. This application filed on November 17, 2006 is a 371 of PCT/AU04/00429 filed on 4/02/2004 
and claims Foreign priority to AUSTRALIA 2003901671 filed on 4/02/03. 
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Information Disclosure Statement 

4. The Information Disclosure Statement filed on 9/29/05, 7/12/07, 8/22/07 and 10/24/08 have 
been considered and acknowledged. 

Informalities 

5. The following informalities are noted: 

(i) claim 127 recites improper Markush group. It would have been 'selected from the group 
consisting of. 

(ii) claims 126-132 and 140-147 recite 'A method according to'. It would have been 'The 
method according to'. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claim 127, and 141 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. The instant claim recites a group of repetitive sequences. The 

meets and bounds of the claims are unclear and indefinite because it is unclear whether the 

claims require all the recited repetitive sequences or any one of the sequences. Amendment to 

recite a proper markush group is advised. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in 
a printed publication in this or a foreign country, before the invention thereof by the 
applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

A. Claims 125-132, 139-141, 145-147 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Fiegler et al. (Genes, Chromosomes & Cancer, Vol. 36, No.4, pp. 361-374, April 
2003, published on line January 30, 2003). 

Fiegler et al. teach a method of claims 125, 139, comparing at least one chromosome or 
part thereof from a cell with a first karyotype with the corresponding chromosome or part thereof 
from a cell with a second karyotype, comprising 

(a) randomly amplifying DNA from an isolated chromosome or part thereof, the 
amplified DNA being depleted of repetitive sequences (see at least page 362, col. 2, paragraph 3, 
page 363, col. 1, paragraph 1-2, col. 2, paragraph 1-3, page 364, col. 1, paragraph 2); 

(b) attaching the amplified DNA to a solid substrate (see page 363, col. 2, paragraph 3); 
(c ) amplifying DNA from one or more cells (less than 100 cells) with a first karyotype 

(male) and amplifying DNA from one or more cells from a second karyotype (female) (see page 
362, col. 2, paragraph 2, page 364, col. 1, paragraph 1, col. 2, line 5-13 of the paragraph 2); 

(d) labeling the amplified DNA of the first karyotype with a first label and amplified 
DNA of the second karyotype with a second label (see page 364, line 5-13 of the paragraph 2); 

(e) hybridizing the amplified and labeled DNA from the first and the second karyotype 
with the amplified DNA attached to the solid substrate (see page 364, col. 2, paragraph 2, page 
365, col. 1, line 1-15, col. 2, paragraph 2); 
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(f) comparing relative amount of first and second labels hybridized to the amplified DNA 
attached to the solid substrate (see page 366, col. 2, line 6-110, page 367, col. 1, paragraph 1, col. 
2, line 1-9, page 368, col. 1, line l-12).page 372, col. 2, paragraph 1). 

With regard to claims 126, 140, Fiegler et al. teach that the part of an isolated 
chromosome is a clone fragment of a chromosome (see page 362, col. 2, paragraph 3). 

With regard to claims 127, 141, Fiegler et al. teach that the repetitive sequences include 
cot-1 sequences (see page 364, col. 1, paragraph 2). 

With regard to claim 128, Fiegler et al. teach that the amplification of DNA from cells 
with first and second karyotype comprises randomly primed amplification (see page 364, col. 2, 
paragraph 2). 

With regard to claim 129, Fiegler et al. teach that the first karyotype comprises DNA 
amplified from one cell (see page 364, col. 2, paragraph 2). 

With regard to claims 130-132, 145-147, Fiegler et al. teach that the method comprises 
cancerous cells and the method for detecting a chromosomal abnormality (deletion) in the cell 
(see page 367, col. 1, paragraph 1). Accordingly the claims are anticipated. 

B. Claims 125-132, 139-147 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hussey et al. (WO 00/24925). 

Hussey et al. teach a method of claims 125, 139, comparing at least one chromosome or 
part thereof from a cell with a first karyotype with the corresponding chromosome or part thereof 
from a cell with a second karyotype, comprising 
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(a) randomly amplifying DNA from an isolated chromosome or part thereof, the 
amplified DNA being depleted of repetitive sequences (see at least page 4, line 23-35, page 5. 
line 1-14, page 13, line 18-27); 

(b) attaching the amplified DNA to a solid substrate (see page 6, line 8-18); 

(c ) amplifying DNA from one cell (less than 100 cells) with a first karyotype (unknown) 
and amplifying DNA from one cell from a second karyotype (known) (see page 2, line 28-34); 

(d) labeling the amplified DNA of the first karyotype with a first label and amplified 
DNA of the second karyotype with a second label (see page 3, line 1-3); 

(e) hybridizing the amplified and labeled DNA from the first and the second karyotype 
with the amplified DNA attached to the solid substrate (see page 3, line 4-6). 

(f) comparing relative amount of first and second labels hybridized to the amplified DNA 
attached to the solid substrate (see page 3, line 7-9). 

With regard to claims 126, 140, Hussey et al. teach that the part of an isolated 
chromosome is a clone fragment of a chromosome (see page 362, col. 2, paragraph 3). 

With regard to claims 127, 141, Hussey et al. teach that the repetitive sequences include 
cot-1 sequences (see page 13, line 18-27). 

With regard to claim 128, Hussey et al. teach that the amplification of DNA from cells 
with first and second karyotype comprises randomly primed amplification (see page 5, line 6-14, 
page 12, line 9-25). 

With regard to claim 129, 142, Hussey et al. teach that the first karyotype comprises 
DNA amplified from one cell (see page 12, line 9-25). 
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With regard to claims 130-132, 145-147, Hussey et al. teach that the method comprises 
pre-implantation embryonic cells, fetal cells and the method for detecting a chromosomal 
abnormality (extra chromosome) in the cell (see page 3, line 14-29, page 15, line 17-22). 

With regard to claims 143, Hussey et al. teach that the method comprises lysing the cells 
with a first karyotype and the random amplification DNA resulting from the lysis occur in the 
same tube (see page 12, line 9-25). 

With regard to claim 144, Hussey et al. teach that the method includes the step of 
performing further round of random amplification of the randomly amplified DNA from the cells 
with the first karyotype and labeling the DNA with a first label concurrently with or after the 
further round of random amplification (see page 5, line 6-34). Accordingly the claims are 
anticipated. 

Conclusion 

No claims are allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suryaprabha Chunduru whose telephone number is 571-272- 
0783. The examiner can normally be reached on 8.30A.M. - 4.30P.M, Mon - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Suryaprabha Chunduru/ 

Primary Examiner, Art Unit 1637 



